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Filing trends – 2024 IP Australia Annual Report
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Lessons in honesty

TRADE MARKS UPDATE

• Killer Queen, LLC v Taylor [2024] FCAFC 149
• The Practice PL v The Practice Business Advisers & Tax Practitioners PL

[2024] FCA 1299
• Caporaso Pty Ltd v Mercato Centrale Australia Pty Ltd [2024] FCAFC 156
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Killer Queen, LLC v Taylor [2024] FCAFC 149

TRADE MARKS UPDATE

TRADE MARKS UPDATE

The Parties

Ms Katie Taylor (born Katie Jane Perry) (“the Designer”) has fashion label KATIE 
PERRY for luxury loungewear:
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TRADE MARKS UPDATE

The Parties

Ms Katheryn Hudson (who adopted the stage name Katy Perry (Perry being her mother’s maiden 
name) to avoid confusion with the actress Kate Hudson) (“the Singer”) is a US pop star:

TRADE MARKS UPDATE

Timeline of events

DESCRIPTIONDATE

The Singer adopted the stage name KATY PERRY.2002

The Designer started the fashion label KATIE PERRY.Early 2007

The Designer filed first TM application for KATIE PERRY. The application was accepted but it was allowed to lapse.13 September 2007

The Designer first became aware of the Singer because she heard, "I Kissed a Girl”, on the radio.July 2008

The Designer filed second TM application for KATIE PERRY for “clothes” in class 25.

September 2008

The Singer opposed the second TM application, but the opposition was eventually withdrawn. Mark entered on the Register on July 2009.

The Singer performed concerts in Australia and sold KATY PERRY branded merchandise.October 2008

The Singer’s attorneys served a cease-and-desist letter to the Designer. Settlement negotiations fell through.May 2009

The Singer filed a TM application for KATY PERRY in class 25 but withdrew the application. (Mark only registered in classes 9 and 41 in

Australia.)
26 June 2009

The Singer sold clothing in Australia at concerts and online.2009 to 2019

After obtaining litigation funding, the Designer issued Federal Court proceedings for TM infringement against the Singer (and her related

corporations). The Respondents (including the Singer) cross-claimed to cancel the Designer’s TM registration.
24 October 2019
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TRADE MARKS UPDATE

Primary Judge’s Decision

Markovic J:

 held that the Singer had infringed the KATIE PERRY mark by advertising and selling
KATY PERRY clothing during Australian tours.

 distinguished between “clothing” and other items such as footwear, headgear etc.,
finding that the promotion and sale of these items were not infringing on the
Designer’s mark.

 dismissed cross-claim by the Singer to cancel the Designer’s registration.

o While acknowledging that that the Singer had obtained a reputation in the KATY
PERRY mark prior to the priority date of the Designer’s KATIE PERRY mark, at the
time it was not in relation to clothing but in the entertainment and music industry.

TRADE MARKS UPDATE

The Full Federal Court Decision

Yates, Burley and Rofe JJ unanimously overturned Markovic J’s decision and the Designer’s KATIE
PERRY registration was cancelled under ss 88(2)(a) and 60, and ss 88(2)(c)

 KATY PERRY and KATIE PERRY are DS

 By priority date of the (second) application, 29 September 2008, the Singer was an
internationally famous pop star

 It was common for musical artists to sell clothing bearing their names

 Markovic J had placed undue weight on absence of evidence of actual confusion (explicable by
the small scale of the Designer’s use of her own trade mark)

 No discretionary basis established under s 89 not to cancel the Designer’s registration, even
though adopted innocently.

o When the Designer filed her (second) trade mark application, she knew of the Singer and
that musical artists sell clothing bearing their names:

Chloe Webb
Rectangle



TRADE MARKS UPDATE

Obiter

On infringement of the Designer’s KATIE PERRY registration

 KATY PERRY was used as a TM on merchandise sold in AU
 KATY PERRY is deceptively similar to KATIE PERRY
 Markovic J correctly found that registration for “clothes” DOES NOT INCLUDE footwear and

headgear.
The trade mark owner has the obligation to clearly specify the registered goods and
thereby define the claimed monopoly.

(There is also a discussion of the Singer being liable as a joint tortfeasor)

TRADE MARKS UPDATE

Obiter

On defences to infringement of the Designer’s KATIE PERRY registration

‘good faith use of own name’ defence under s 122(1)(a)(i)

 Markovic J correctly found that defence is only available to the person who goes by that name,
in this case the Singer with respect to her adopted name KATY PERRY (a name by which she is
usually known, as opposed to her legal name)

 Defence DOES NOT extend to related corporate entities using the same name
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TRADE MARKS UPDATE

Obiter
‘would obtain registration if were to apply for it’ defence under s 122(1)(fa) based on s44(3)(a)
(honest concurrent use)

 Defence is assessed at date of first alleged infringing conduct, 26 June 2009

 At that time, the Singer had honestly adopted the KATY PERRY trade mark

o She knew of the Designer’s Mark at 26 June 2009. However, knowledge of the earlier mark is not fatal
to a finding as to honesty, particularly in circumstances where:

 It was the Singer’s own name

 Honestly adopted in 2002

 Used as stage name and on merchandise, etc. prior to knowledge of the Designer’s mark

 Singer honestly held belief that no confusion was likely to arise and any confusion might benefit
the Designer due to the Singer’s popularity

 But since the Singer had not used the TM, she could not establish honest concurrent use and rely on this
defence

The Practice Pty Ltd v The Practice Business Advisers & Tax 
Practitioners Pty Ltd [2024] FCA 1299

TRADE MARKS UPDATE
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Background

TRADE MARKS UPDATE

• The Applicant has provided accounting and related services under THE PRACTICE since 1999,
and the following composite mark has been registered since 2016:

• The Respondent has provided accounting and related services under the following composite
mark since 2017:

• The Applicant sued for trade mark infringement

The Decision

TRADE MARKS UPDATE

Use as a trade mark

 The Respondent was using its mark as a trade mark on website, social media accounts,
invoices and email signature as a trade mark:

“In my view it is as plain as a pikestaff that the respondent used the words THE 
PRACTICE as a trade mark.”

 The consumer would not view the use of the words THE PRACTICE as merely descriptive.

o The use of the definitive article “The” indicates the mark is intended to refer to only one
practice (the Respondent’s), rather than a generic use to describe any accounting
practice.

Chloe Webb
Rectangle

Chloe Webb
Rectangle



The Decision

TRADE MARKS UPDATE

Substantial Identity

• The parties’ composite marks are substantially identical because they share the same essential
feature or “dominant cognitive clue”, i.e., the words THE PRACTICE

The Decision

TRADE MARKS UPDATE

Deceptively Similar

THE PRACTICE

 Recollection of reg TM by notional consumer is likely to be THE PRACTICE. Triangles device is
unlikely to be recalled

 Evidence shows that word of mouth referrals are particularly important
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The Decision

S122(1)(b)(i) defence of good faith descriptive use:  Rejected

“a person does not infringe a registered trademark when … the person uses a sign in good faith to indicate 
the kind, quality, or intended purposes of the services” that that person offers

 Whether a person uses a sign “in good faith” is a question to be assessed both subjectively and
objectively:

Beach J in Flexopack at [118]

If good faith were to be construed as merely being satisfied on the basis of a stated subjective
belief that one did not know of the other, it could lead to a situation where one could justify trade
mark use with one’s ignorance. The failure to make proper inquiries should not place a respondent
in a better position than if such inquiries had been made.

 The Respondent did not conduct reasonable or diligent searches = steps that an honest and reasonable
person would have
o Respondent only conducted searches for the entire phrase “THE PRACTICE (IT AND ACCOUNTANCY)”

and “The Practice Business Advisers and Tax Practitioners”
o “Mr Hassan’s evidence was that all his searches returned no results, and little wonder when the

search terms were so lengthy and specific.”

 The Respondent tried to argue “no more could reasonably be expected of a “one-man company” and that
it “… should not be held to the same standard of what might be expected from a large multinational
corporation or business.”
o “I cannot accept this submission. In my view, a person in the respondent’s position acting honestly

and reasonably would have conducted far more extensive and thorough searches….”




